FULBRIGHT&JAWORSKI Fax: 21 231 83400 Jul 2 2008 14:48 P. 07 

RECEIVED 



CENTRAL FAX CENTER 

^AppHcatioffNo; 10/1825.405 : • •■ INI no<MMO • 

•AwMaiaBJent dated June 2, 2008 » I OJIIO Docket No.: NY-NEAD 

Reply to Office Action of May 2P, 2008 



REMARKS 

Enttyofttc amendment is requited, whereby clai™ 13-21 will remainpendins. 

' Applicant, fc, tan. .0 4e prior art rejections. He firs, is an amicipation 
mvention in view of Scivoletto. 

TT.e ExaMner admite tixat Sciv^ only exemplifies methyl nicotinate, which is 
excluded from the claims. 

-Regarding ttte second rejection, the Examiner. cit^ to Warshaw, which teaches 
"nicotimc acid esters containing 7-12 carbon atoms," and notes that nicotinic acid has 6 
carbon atoms. 

18 is include The claim specifies 

the alkyl c^ain of the ester contains 12 or 14 carbon atoms. -This being,. the case, the 
nrolecule contains 18 carbon atoms, outside of tiie prior art! 

In fact, amended claims 13 present compounds containing at least 14 carbon 
atoms. ^Agairi, fhfe btaims are outside of the reference. ' 

As to Bernstein , the Examiner appears to take the position that nicotinamide - 
which is NOT a nicotmic acid alkyl ester - as described in Bernstein anticipates Ifoe 
claims because it contains 6 carbon atoms. Even without amendment, BejBs^ is not an 

The Ex'aim'ner then presents an obviousness rejection of claims 13, 15, and 18-21 
in view of gcivoletto, but only seems to ad(hess the use of mixtures, as per claim 21, 
Scivoletto does not teach anything other than methyl nicotinic acid alkyl ester. Nothing 
in MvfiO^ sugjgfests the lohj^^ 
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TAppKcationm 10/825,405 " r. i 

AmeiKbienr dated June 2, 200^^ . . D(X5ketNo,:NY^MAD216-US2-DIV. 

Reply to OfiBce Action of May 29, 2008 

..: Examiner feels that, the claimed iaveution-. is- an obvious 

variation of the invention claimed in issued U.S. Patent No.. 6,750^34. ITie claims of tiie 

*234 patent were aU patentable over aUoftherefei^cescited in tWscuirent^^^ Hie 
Exaxniner's position is self-contradictory: prior art rejection of. e.g., claim 18. cannot be 
reconciled with an obviousness type double patenting rejection as was made. Hence, 
applicants cannot address the double patenting rejection at this time, as it appears to be in 
•■erR>r,- and clarificatidn is necessary. 

Withdrawal of the rejections, and allowance of claims 13-21 is believed proper 
and is urged. 

Appli6ant believes no fee is due with this response. 'However^ if a fee is due, 
please charge our Deposit Account No. 50-6624, under Order No. NY-NIAD 216-US2- 
^.^^^P'^Z'*^!^ ^'^^'^ ^^lersigiied is a^^ 



Dated: June 2, 2008 Respectfully submitted. 
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